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DETAILED ACTION 

1 . Applicant's election without traverse of the invention of Group III in the 
response to restriction requirement filed December 15, 2006 is acknowledged. 
Now, Claims 9-11 are pending for consideration. 

2. Claims 1-8 and 12 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b) as being drawn to a nonelected inventions, there being no allowable 
generic or linking claim Election was made without traverse, supra. 

Specification 

3. The disclosure is objected to because of the following informalities: 

In the specification (page 37), Applicants described the results shown in 
Table 1 . However, there is no data to support the results. 

In Table 3, it is not clear as to what "CEx 1" refers to. 

In Table 3, the average advancing contact angle under the subtitle 
"Hexadecare" of Ex. 1 (i.e., 1 .5) is much lower than that of the comparative 
example in the SilverMet Basecoat sairples. This is contradictory to the statement 
set forth in the specification (page 39, 1^' paragraph). 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

5. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hirano (JP 2003-129003) in view of Brown (US 6 447 919). 

Hirano discloses a conposition for coating metal, which comprises a 
polymer derived from a fluorinated monomer, an alkoxysilyl containing 
monomer, a non-fluorinated/non-silanized monomers, and a crosslinker. 
([0005]-[0006]) The amounts of these monomers are described in [0015]. The 
crosslinker can be a melamine or a blocked polyisocyanate. ([0017]-[0019]) 
Hirano is silent on the use of a fluorinated urethane compound set forth in the 
claimed invention. However, Brown teaches the use of a fluorinated urethane in a 
composition for coating metal, etc. where the composition comprises a polymer 
derived from a fluorinated monomer, an alkoxysilyl containing monomer and a 
non-fluorinated/non-silanized monomer. The motivation of using the fluorinated 
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urethane is to enhance the chemical and mechanical properties of the coating, (col. 
7, lines 47-63, col. 14, line 65 to col. 15, line 12, col. 16, lines 16-55, col. 17, lines 
23-38, col. 18, lines 48-65, col. 19, lines 34-65 and col. 21, lines 3-9) In light of the 
benefit mentioned, it would have been obvious to one of ordinary skill in the art at 
the time of the invention was made to incorporate Brown's fluorinated urethane 
into Hirano's composition with expected success. Although Brown is silent on the 
claimed amount of the fluorinated urethane, as mentioned above, the presence of 
the fluorinated urethane can affect the properties of the coating. Therefore, the 
amount of the fluorinated urethane is a Result-Effective vanable. As such, it would 
have been obvious to one of ordinary skill in the art at the time of the invention 
was made to utilize the fluorinated urethane in whatever amount through routine 
experimentation in order to afford a coating with desired properties. Especially, 
Applicants do not show the criticality of said amount. See MPEP 2144.05 (II). 

6. Claims 10-11 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

None of Hirano and Brown, taken alone or in combination, teaches or fairly 
suggests the claimed fluorinated urethanes. 
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7. The "X" references cited in the international search report are not relied 
upon because of the following reasons: 

Mitsutani (US 5 780 530/EP 796 904) discloses a first acrylic polyol resin 
containing alkoxysilyl groups (col. 3, line 26 to col. 4, line 16) and a second acrylic 
polyol resin containing fluorinated group (col. 4, line 56 to col. 5, line 47). 
However, Mitsutani does not teach or fairly suggest a) a polymer derived from a 
monomer mixture consisting essentially of a fluorinated monomer, a non- 
fluorinated monomer and a silane functional monomer; and b) a fluorinated 
urethane confound set forth in the claimed invention. 

Rihan (W6 03/0271 98) discloses a conposition comprising a hydroxyl- 
functional acrylic polymer and a curing agent such as polyisocyanate. ([0007] and 
[0032]) However, Rihan does not teach or fairly suggest a composition comprising 
a fluorinated organosilane polymer derived from a monomer which do not contain 
a silane or a fluorine functionality, a monomer containing a silane functionality and 
a monomer containing a fluorine functionality; a polyisocyanate or a melamine 
crosslinker; and a fluorinated urethane compound. 

US 2003/0017349 is not relied upon because US 6 447 919 issued to its 
parent application is applied. 
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8. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the . 
examiner's supervisor. Randy Gulakowski, can be reached on (571) 272-1302. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
directuspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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